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DETAILED ACTION 

1 . Claims 1-34 are pending in this communication filed 1/28/07 entered as 
Response After Non-Final Action (Informal or Non-Responsive Amendment). Claims 1 
and 22 have been amended. The iDSs filed 10/16/03 and 12/15/06 have been 
considered and entered. 

Claim Rejections - 35 USC § 101 

2. Claims 1-34 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 1-34 are drawn to a method and 
system for performing online banking and printing the form on demand. It is unclear 
how the objective of online banking by the Applicants’ is achieved in the claim language 
because the first claim limitation in claim 1 recites ”... a banking transaction, the form 
including coded data indicative of at least one parameter. A banking transaction with 
the form including coded data indicative of at least one parameter is not the same as 
performing an online banking transaction. Infact, “online” or even its equivalent is not 
mentioned in the body of claims 1 and 22. As such the claimed invention is directed to 
a judicial exception to 35 U.S.C. §101 (i.e. an abstract idea, natural phenomenon, or law 
of nature) and is not directed to a practical application of such judicial exception 
because the claims do not require any physical transformation and the invention as 
claimed does not produce a useful, concrete, and tangible result. 

Useful- must be specific, substantial and credible and specifically recited 

in the claim. If the claim is broad enough to not require a practical application, it must be 

rejected. 

Tangible- must be some "real-world" result, not abstract. 
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Concrete - must have a result that can be substantially repeatable or the process must 
substantially produce the same result again. Claimi does not produce tangible results, 
but merely determinations. These determinations might remain entirely inside the mind 
of the person doing the determining. These results are not tangible, thus not eligible 
subject matter, thus are rejected. 

Similarly printing a banking form on demand does not produce a real-world result unless 
further action is taken. Movement of the sensing device relative to the form also fails to 
produce a real world-result without further action. The parameter being an action 
parameter is mentioned in claim 2. Furthermore, Claims 1-34 do not necessarily affect 
the physical world. They lack a tangible and concrete result, and are rejected as non- 
statutory subject matter. 



The Court of Appeals for the Federal Circuit issued opinions in State Street Bank 
& Trust Co. V. Signature Financial Group Inc., 149 F. 3d 1368, 47 USPQ2d 1596 (Fed. 
Cir. 1998) and AT & T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50 
USPQ2d 1447 (Fed. Cir. 1999). These decisions explained that, to be eligible for patent 
protection, the claimed invention as a whole must accomplish a practical application. 
That is, it must produce a “useful, concrete and tangible result.” State Street, 149 F.3d 
at 1373-74, 47 USPQ2d at 1601 o2. To satisfy section 101 requirements, the claim 
must be for a practical application of the 101 Judicial exception, which can be identified 
in various ways: (a) The claimed invention “transforms” an article or physical object to a 
different state or thing, (b) The claimed invention otherwise produces a useful, concrete 

f 

and tangible result, based on the factors discussed below. 

The USPTO’s official interpretation of the utility requirement provides that the 
utility of an invention has to be (i) specific, (ii) substantial and (iii) credible. See MPEP § 
2107. It is not clear as to what is the utility of at least one parameter relating to a 
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banking transaction because there is no assurance that this will result in the 
performance of the online banking transaction. 

The tangible requirement does require that the claim must recite more than a § 
101 judicial exception, in that the process claim must set forth a practical application of 
that § 101 judicial exception to produce a real-world result. Benson, 409 U.S. at 71-72, 
175 USPQ at 676-77 (invention ineligible because had "no substantial practical 
application”). It is not clear as to what tangible result is produced by implementing the 
steps of the claim especially since there is no guarantee that implementing the steps of 
the claims will result in the performance of an online banking transaction. 

For an invention to produce a “concrete” result, the process must have a result 
that can be substantially repeatable or the process must substantially produce the same 
result again. In re Swartz, 232 F.3d 862, 864, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000) 
(where asserted result produced by the claimed invention is “irreproducible” the claim 
should be rejected under section 101). The opposite of “concrete” is unrepeatable or 
unpredictable. 

There is no useful, concrete and tangible result produced from implementing the 
steps of the claimed invention. The dependent claims are rejected for the same reason 
and by way of dependency on a rejected independent claim. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shaii conclude with one or more claims particularly pointing out and distinctly 

claiming the subject matter which the applicant regards as his invention. 
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4. Claims 1 and 22 recite the limitation “method/system for enabling online banking” 
in the preamble of these claims. It is not clear how the objective of online banking is 
performed by implementing the steps of the claim. The last limitation “interpreting, in 
the computer system, the movement of the sensing device relating to the at least one 
parameter” does not guarantee that the online banking transaction is actually 
performed. In fact the phrase “online” or its equivalent is not even mentioned in the 
body of the claim. Hence the scope of the claims remains unclear. 

Claims 1, 4, 6, 9, 19, 22, 29, and 30 recite “sensing device”. This recitation 
interpreted in its broadest sense could mean any sensing device such as a barcode 
scanner. 

Applicants’ Specification recites “optically imagining pen” on page 1 1 , line 25. 

The preamble of claim 1 recites “A method of enabling online banking, ...:”. 
“Enabling” is not a positive recitation. The preamble would be better recited as “A 
method of online banking, ...:”. Claim 22 has a similar problem. 

Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the “right to exclude” granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct' 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longl, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claims 1-14, 17-22, 24-30, 33 and 34 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1 , 8- 
20, 23, 25-29, 37-41, and 46-48 of copending Application No. 09/607,843 in view of (US 
5,797,002) Patterson, Jr. et al, hereafter Patterson, Jr. in view of (US 6,539,361) 
Richards et al, hereafter Richards and further in view of (US 6,330,976) Dymetman et 
al, hereafter Dymetman (US 6,539,361). 

This is a provisional obviousness-type double patenting rejection. 

Claims 1 and 22. Patterson, Jr. discloses, A method of enabling online banking, 
the method including the steps of: providing a banking customer with a form containing 
information relating to a banking transaction, the form including coded data indicative of 
at least one parameter of the banking transaction; receiving, in a computer system, data 
from a sensing device regarding said at least one parameter and regarding movement 
of the sensing device relative to the form, the sensing device, when moved relative to 
the form, sensing the data regarding said at least one parameter using at least some of 
the coded data and generating the data regarding its own movement relative to the 
form; and interpreting, in the computer system, said movement of the sensing device as 
it relates to said at least one parameter (col. 13, line 20-col. 15, line 55). 
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Patterson, Jr. does not explicitly disclose the step where the user is a banking 
customer and the transaction is a banking transaction. 

Richards discloses the step where the customer is a banking customer and 
financial transaction is a banking transaction (See Abstract, col. 1, lines 16-44 and col. 
2, line 67-col. 3, line 54). 

Both Patterson and Richards are concerned with providing means for the 
conducting of financial transactions. It would have been obvious to one having ordinary 
skill in the art at the time of the invention to include the disclosures of Richards to the 
invention of Patterson. The combination of disclosures taken as a whole suggests that 
banking customers would have benefited from being able to use a form that makes 
banking easier. 

Claim 2. Patterson, Jr. and Richards failed to disclose, the parameter is an 
action parameter of the banking transaction, the method including effecting, in the 
computer system, an operation in respect of the action parameter. Dymetman 
discloses, the parameter is an action parameter of the banking transaction, the method 
including effecting, in the computer system, an operation in respect of the action 
parameter (col. 4, lines 16-23). It would have been obvious to one having ordinary skill 
in the art at the time of the invention to include the disclosures of Dymetman to the 
invention of Patterson, Jr. and Richards. The combination taken as a whole suggest 
that in order to perform a banking transaction a form needs to be provided to collect 
and to process the information relating to the financial transaction. 
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Claims 3 and 24. Patterson, Jr. failed to disclose. The action parameter of the 
banking transaction is selected from the group comprising: a request for information 
relating to banking services, an order for checks, a request to stop checks, an 
application for a new account, an application for a loan, a request for an account history, 
a request for a withdrawal of funds, a request for a transfer of funds, a request for an 
account balance, a payment of a bill, and a request for a list of bill payments. Richards 
discloses. The action parameter of the banking transaction is selected from the group 
comprising: a request for information relating to banking services, an order for checks, a 
request to stop checks, an application for a new account, an application for a loan, a 
request for an account history, a request for a withdrawal of funds, a request for a 
transfer of funds, a request for an account balance, a payment of a bill, and a request 
for a list of bill payments (col. 1 , lines 26-44). 

Claim 4. Patterson, Jr. and Richards failed to disclose. The method of any one of 
claims 1 in which the parameter is an optiori parameter of the banking transaction, the 
method including identifying in the computer system, that the banking customer has 
entered a hand-drawn mark by means of the sensing device and effecting, in the 
computer system, an operation associated with the option parameter. Dymetman 
discloses. The method of any one of claims 1 in which the parameter is an option 
parameter of the banking transaction, the method including identifying in the computer 
system, that the banking customer has entered a hand-drawn mark by means of the 
sensing device and effecting, in the computer system, an operation associated with the 
option parameter (col. 30, line 65-col. 31 , line 39). 




Application/Control Number: 10/685,523 Page 9 

Art Unit; 3694 

Claims 5 and 25. Patterson, Jr. failed to disclose, The option parameter is 
associated with at least one of: a request for information relating to banking services, an 
order for checks, a request to stop checks, an application for a new account, an 
application for a loan, a request for an account history, a request for a withdrawal of 
funds, a request for a transfer of funds, a request for an account balance, a payment of 
a bill, a request for a list of bill payments, an account, a currency, and a payee name. 
Richards discloses. The option parameter is associated with at least one of: a request 
for information relating to banking services, an order for checks, a request to stop 
checks, an application for a new account, an application for a loan, a request for an 
account history, a request for a withdrawal of funds, a request for a transfer of funds, a 
request for an account balance, a payment of a bill, a request for a list of bill payments, 
an account, a currency, and a payee name (col. 1 , lines 26-44). 

Claims 6 and 7. Patterson, Jr. discloses, in which the parameter is a text 
parameter of the banking transaction, the method including identifying, in the computer 
system, that the banking customer has entered handwritten text data by means of the 
sensing device and effecting, in the computer system, an operation associated with the 
text parameter and converting, in the computer system, the handwritten text data to 
computer text (col. 13, line 20-col. 15, line 55, and Figures 4, 8, and 11). 

Claims 8 and 26. The step where the text parameter is associated with at least 
one of: a check amount, a payee name, a currency amount, a transfer amount, a 
payment amount, a payment date, and a check number is old and well known in the 
banking art. These steps allow a checking (banking ) transaction to be identified. 
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Claims 9 and 10. Patterson, Jr. discloses. The method of any one of claims 1 in 
which the parameter is an authorization parameter of the banking transaction, the 

I 

method including identifying, in the computer system, that the banking customer has 
entered a handwritten signature by means of the sensing device and electing, in the 
computer system, an operation associated with the authorization parameter (col. 13, 
line 20-col. 15, line 55 and Figures 4, 8, and 11). The verifying in the computer system 
that the signature is that of the customer is inherent in the disclosure of Patterson. 

Claims 11 and 27. Patterson, Jr. failed to disclose. The authorization parameter 
is associated with authorization for at least one of; access to account information, 
withdrawal of funds, transfer of funds, payment of a bill, modification of a bill payment, 
deletion of a bill payment, stopping of checks, and ordering of checks. Richards 
discloses. The authorization parameter is associated with authorization for at least one 
of; access to account information, withdrawal of funds, transfer of funds, payment of a 
bill, modification of a bill payment, deletion of a bill payment, stopping of checks, and 
ordering of checks (col. 1 , lines 26-44 and col. 3, lines 1-54). 

Claims 12, 13, and 28. Patterson, Jr. and Richards combined disclose a method 
and system of claims 3 and 24 respectively, as discussed above. Patterson, Jr. and 
Richards combined do not explicitly disclose the step in which the parameter is a picture 
parameter of the banking transaction, including identifying, in the computer system, that 
the banking customer has entered a hand-drawn picture by means of the sensing 
device and effecting, in the computer system, an operation associated with the picture 
parameter. 
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Official notice is taken that having a picture parameter, including identifying, in 
the computer system, that the banking customer has entered a hand-drawn picture by 
means of the sensing device and effecting, in the computer system, an operation 
associated with the picture parameter, which is associated with a design for a 
customer’s checks is old and well known in the art of banking. These steps help in 
timely identification of the parameter and also help to minimize the necessary text 
required to identify the item (A picture is sometimes worth a thousand words). 

Claim 14. Patterson, Jr. discloses. The method of claim 1 in which the form 
contains information relating to at least one of: information relating to banking services, 
an order for checks, a request to stop checks, an application for a new account, an 
application for a loan, a request for an account history a request for a withdrawal of 
funds, a request for a transfer of funds, a request for an account balance, a payment of 
a bill, and a request for a list of bill payments (col. 13, line 20 -col. 16, line 55, and 
Figures 4, 8, and 11). 

Claims 15-17, 21, 33, and 34. Patterson, Jr. discloses a method and system of 
claims 1 and 22 respectively, includes printing the form on demand and printing the 
form on a surface-defining means and, at the, same time that the form is printed, printing 
the coded data on the surface (col. 9, lines 30-40). 

Patterson, Jr. and Richards combined do not explicitly disclose printing the coded 
data to be substantially invisible in the visible spectrum and printing on multiple pages 
and binding the pages. Official notice is taken that printing coded data on a surface, 
which is substantially invisible in the visible spectrum and printing on multiple pages and 
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in which the method includes binding the pages is old and well known in the art. 

Printing coded data on a surface, which is substantially visible in the visible spectrum 
enhances the security of the codes being printed and printing on multiple pages and 
binding them helps to keep the records together. 

It would have been obvious to one with ordinary skill in the art at the time of the 
invention to include the step of printing the coded data on a surface, which is 
substantially invisible in the visible spectrum and to combine the disclosures of 
Patterson, Jr. and Richards. The combination of the disclosures taken as a whole 
suggest that users would have benefited from the enhancement of security codes being 
printed and keeping the records together by printing on multiple pages and binding the 
pages. 

Claims 18. Patterson, Jr. disclosed, distributing a plurality of forms using a 
mixture of multicast and pointcast communications protocols (col. 19, lines 11-27 and 
col. 23, lines 44-47). The communications protocols are interpreted to include a mixture 
of multicast and point cast communications protocols. 

Claims 19 and 30. Patterson, Jr. discloses. The sensing device contains an 
identification means which imparts a unique identity to the sensing device and identifies 
it as being associated with a particular banking customer and in which the method 
includes monitoring, in the computer system, said identity (col. 13, line 20-col. 16, line 
55). 

Claim 20. Patterson discloses. The method of claim 1 which includes providing 
all required information relating to the banking transaction in the form to eliminate the 
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need for a separate display device (col. 13, line 20 -col. 16, line 55 and Figures 4, 8, 
and 11). 

Claim 23. This dependent claim is rejected for the similar rationale as given 
above for claims 1, 2, 6, 8, 10, 12, and 13. 

Claim 29. Patterson, Jr. discloses. The system of any one of claims 22 in which 
the sensing device includes a marking nib (col. 8, line 52-col. 9, line 12). 

Claims 31 and 32. Patterson, Jr. discloses The system of claim 22 in which the 
form is printed on a surface of a surface-defining means and in which the system 
includes a printer for printing the form on demand and the printer prints the coded data 
at the same time as printing the form on the surface-defining means (col. 9, lines 30- 
40). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicants’ disclosure. 

Fernando et al (US 6,193,152) disclosed pen drawn signatures and a transaction 
payment and reward system. 

Wanninger et al (US4,937,439) disclosed scanning a survey form to be 
completed by a survey respondent. 

Inquiries 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741. 
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The examiner can normally be reached on Monday, Tuesday, and Thursday, 5;30AM- 

( 

3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



April 23, 2007 




Til RPRT 

(Primary examiner 





